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Reply to Office Action of 2/28/2005 

REMARKS/ARGUMENTS 

Claims 2-1 1 are pending, as claim 1 was cancelled in a previous paper. Claims 12-20 are 
being added in the present Response. Claims 4, 9, and 1 1 are amended to claim dependency 
from the newly added genus claim 12. Support for new claim 12 can be found at least at page 8, 
line 8, to page 9, line 24; page 10, line 17, to page 11, line 2; and page 19, lines 5-7. Support for 
new claims directed to the administration of insulin can be found at least at page 18, lines 13-18. 
Support for new claims directed to treating diabetes mellitus and the particular forms of type I 
and type II diabetes can be found at least at page 1, lines 10-15; and page 2, lines 9-12. Support . 
for claims directed to exemplary forms of administration can be found at least at page 1 8, lines 
10-13; and page 19, line 23, to page 20, line 3. No new matter is added by the instant 
amendments. 

Election with Traverse 

The Patent Office has required election of the claims of group I (claims 2-5 and 1 1) 
directed to a product and group II (claims 6-10) directed to a method of use. The Patent Office 
alleges that the "process for using the product as claims . . .can be practiced with another 
materially different product. . .In addition, the product as claimed . . . can be used in a materially 
different process of using that product" and "would require completely different 
searches. . . [which would] create an undue search burden." Office Action at pages 4 and 5. 
Applicants elect the claims of group I with traverse. 

Applicants note that if the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the merits, even though it includes 
claims to independent or distinct inventions. MPEP 803.01 (emphasis added). Applicants 
respectfully submit that a search of the product would necessarily include a search of any 
methods that may use the product. Accordingly, Applicants submit that a search and an 
examination of the product and the methods of using the product would not create an undue 
search burden. 
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Species Election 

Applicants submit that new claim 12 is a generic claim and elects the species des- 
, Lys 25 Pro 26 Val 28 ' 29 Pro-h-amylin as an acetate salt. The product claims 2, 3, 4, 1 1, and 12 are 
readable thereon, as well as the method claims that incorporate all the limitations of their 
respective product claims. Applicants respectfully submit that the product claims are patentable. 

With respect to the process claims, while the process claims are patentable in their own 
right, once the product claims have been found allowable, Applicants respectfully request that 
process claims that depend from or otherwise include all the limitations of the patentable product 
must be entered as a matter of right. MPEP 821 .04. 

) 

CONCLUSION 

Applicants respectfully submit that the claims are now in condition for allowance and 
request that a timely Notice of Allowance be issued in this case. The Examiner is encouraged to 
call the undersigned attorney to discuss any issues related to the prosecution of the instant 
application. 

Applicants believe that no fee is necessitated by the present paper. However, in the event 
any fees are due or any amount is to be credited, Applicants authorize the Commissioner of 
Patents to debit or credit Deposit Account No. 010535. 



AMYLIN PHARMACEUTICALS, INC. 
9360 Towne Centre Drive 
San Diego, CA92121 
Phone: (858)552-2200 
Facsimile: (858)552-1936 



Respectfully submitted, 




Reg. No. 44,830 
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